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DETAILED ACTION 

Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 2, 4, and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by Croce 
(US 6,841,012). 

Croce teaches a silver alloy product comprising (in weight%): 99.76% Ag, 0.0253% Zn, 
0.3830% Cu, 0.0053% P (Ex. 6 column 9), which falls within the claimed ranges of Zn, Cu, P 
(cl. 1, 2, 4, 6). Croce teaches that said alloy can be formed by casting into bars, and further 
rolling into desired shape (column 7 lines 14-15). Concerning the preamble limitation of "a thin 
film-forming sputtering target", the term "sputtering target material" in the instant claim does not 
impart any specific physical configuration to the claimed material, and therefore the prior art 
material is held to be as useful in sputtering targets as is the claimed material. The phrase "thin 
film forming" is held to be an intended use of said alloy. The Ag alloy of identical composition 
is inherently held to be as "high reflectance" as the instant alloy. Because Croce teaches an 
example within the presently claimed alloying ranges, it is held that Croce anticipates the instant 
invention. 



Application/Control Number: 10/575,725 Page 3 

Art Unit: 1793 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 3, 5, 7, and 8 rejected under 35 U.S.C. 103(a) as being unpatentable over Croce 
(US 6,841,012). Croce is discussed in paragraphs above. 

Croce teaches an Ag alloy with overlapping ranges of Zn, Cu, P (example 6, see also 
column 3 Table 1). Croce further teaches 0-2% Au can be contained in said alloy (Table 1), 
which overlaps the claimed range of Au. 

Overlapping ranges have been held to be a prima facie case of obviousness, see MPEP § 
2144.05. It would have been obvious to one of ordinary skill in the art to select any portion of the 
range, including the claimed range, from the broader range disclosed in the prior art, because the 
prior art finds that said composition in the entire disclosed range has a suitable utility. 
Additionally, "The normal desire of scientists or artisans to improve upon what is already 
generally known provides the motivation to determine where in a disclosed set of percentage 
ranges is the optimum combination of percentages," In re Peterson, 65 USPQ2d at 1379 (CAFC 
2003). Because Croce teaches overlapping alloying ranges, it is held that Croce has created a 
prima facie case of obviousness of the presently claimed invention. 

5. Claims 9-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Croce as 
applied to claims 1-8 above, and further in view of ASM Handbooks Online, Vol. 5 Surface 
Engineering, p 1 . 
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Croce teaches rolling the silver alloy into a final product form (such as a sheet), but does 
not teach forming a thin film of said alloy. However, ASM Vol 5 teaches that sputtering is well 
known to produce thin films of an unlimited source of metals and metal alloys (p. 1). It would 
have been obvious to one of ordinary skill in the art to have formed the alloy taught by Croce 
into a thin film sputtered from the Ag rolled sheet of Croce, because ASM Vol 5 teaches that 
sputtering is well known to produce thin films of such metal alloys (p. 1). 

Changes in size, shape, or sequence of adding ingredients is prima facie obvious in the 
absence of new or unexpected results (see MPEP 2144.04). 

With respect to the alloy composition taught by Croce, see above discussion of claims 1- 

8. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janelle Morillo whose telephone number is (571) 272-1240. The 
examiner can normally be reached on 7:30 am- 4:00 pm Mon-Wed. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art Unit 
1793 

/J. M./ 

Examiner, Art Unit 1793 
September 11,2008 



